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Election/Restrictions 

1 . The restriction requirement is maintained as proper and made final herein (37 CFR 1 . 144) 
See MPEP § 821.01. 

Claim Rejections - 35 USC §103 

2. Claim 25 is rejected under 35 U.S.C. 103(a) as being unpatentable over either Jenkins or 
Zeiner-Gundersen each in view of either Johnstone or Mauritz. This holding is maintained from 
prior action for cited non-amended claim over cited references as in evidence below. Response 
to Applicants' asserted patentability is provided below and incorporated herein. While features 
of an apparatus may be recited either structurally or functionally, claims directed to an apparatus 
must be distinguished from the prior art in terms of structure rather than function. In re 
Schreiber, 128 F.3d 1473, 1477-78, 44 USPQ2d 1429, 1431-32 (Fed. Cir. 1997) (The absence of 
a disclosure in a prior art reference relating to function did not defeat the Board's finding of 
anticipation of claimed apparatus because the limitations at issue were found to be inherent in the 
prior art reference); see also In re Swinehart, 439 F.2d 210, 212-13, 169 USPQ 226, 228-29 
(CCPA 1971); In re Danly, 263 F.2d 844, 847, 120 USPQ 528, 531 (CCPA 1959). "[Apparatus 
claims cover what a device is, not what a device does." Hewlett-Packard Co. v. Bausch & Lomb 
Inc., 909 F.2d 1464, 1469, 15 USPQ2d 1525, 1528 (Fed. Cir. 1990) (emphasis in original). In 
this case, Applicant has not disputed the findings of fact presented in prior action such as 
regarding Jenkins. Jenkins discloses a range finding instrument comprising a user input (abstract, 
2:26-3:3, 3:66-4:8, 4:46-48, 5:48-51, ref 27), a data store (ref. 67, 69, 71, 73), a processor (ref 
65), rangefinder (6:55-68), a display indicating a suggested golf club type (abstract, 2:26-3:3, 
6:64-68), a tilt sensor (2:50-56, ref 13), entering a wind speed and direction (2:26-3:3, 3:66-4:4, 
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8:18-51) but lacks the processor performing claimed function of 'computing at least one other 
correlated data set indicative of another golf club type and associated representative user range 
based upon a relationship in said first correlated data set' or 'computing at least said suggested 
club type and an associated representative user range for said at least one other club type'. Also, 
Applicants have not disputed the findings of fact presented in prior action regarding Zeiner- 
Gundersen. Zeiner-Gundersen discloses a range finding instrument comprising a user input 
(abstract, 2:13-55, 5:63-66, fig. 5, ref 14), a data store (implicit microprocessor 20 contains 
memory), a processor (ref 20), rangefinder (ref 24), a display indicating a suggested golf club 
type (abstract, 2:13-21, 5:23-25, ref 22), a tilt sensor (3:50-52, ref 30, 32), a wind speed and 
direction sensor (3:52) but lacks the processor performing claimed function of 'computing at 
least one other correlated data set indicative of another golf club type and associated 
representative user range based upon a relationship in said first correlated data set' or 'computing 
at least said suggested club type and an associated representative user range for said at least one 
other club type'. However, Johnstone discloses average ranges for each of a particular golf club 
type (3:19-55); while, Mauritz discloses recommending a particular golf club type for a range 
based on personal data including handicap (abstract, 1:47-2:14, figs. 1-4). Also, admission 
regarding 'computing at least one other correlated data set indicative of another golf club type 
and associated representative user range based upon a relationship in first data set' was old and 
well known to an artisan as remarked in amendment received Nov 29, 2007 on page 8, lines 15- 
28 is noted. Where a golfer/user may not know the personal performance range of a particular 
golf club type (such as might occur prior to initial use of a golf club type), it would have been 
obvious to an artisan at a time prior to the invention to add 'computing at least one other 
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correlated data set indicative of another golf club type and associated representative user range 
based upon a relationship in said first correlated data set' as either a standard range of average 
user as taught by Johnstone or based on personal performance characteristic such as handicap as 
taught by either Mauritz to improve the golf device of either Jenkins or Zeiner-Gundersen for the 
predictable result of entering/providing user data used to suggest a club type including 
consideration of a new/different golf club type where player has no prior performance history. 

Alternatively, 'computing at least one other correlated data set indicative of another golf 
club type and associated representative user range based upon a relationship in said first 
correlated data set' does not solve any Applicant stated problem or purpose. While, Jenkins and 
Zeiner-Gundersen each discloses an instrument having claimed structure including a process to 
suggest a club based on input of user's golf data but lacks claimed computing. Because Jenkins, 
Zeiner-Gundersen, Johnstone, Mauritz and admitted prior art process each teach methods of 
entering or input of user play data used to suggest a golf club, it would have been obvious to an 
artisan at a time prior to the invention to substitute the method of 'computing at least one other 
correlated data set indicative of another golf club type and associated representative user range 
based upon a relationship in said first correlated data set' as an admitted known process or as 
either a standard range of average user as taught by Johnstone or based on personal performance 
characteristic such as handicap as taught by Mauritz for the other process of either Jenkins or 
Zeiner-Gundersen so as to achieve the predictable result of entering or user input of play data 
used to suggest a club type including for a new/different club type that has no prior performance 
history. The lack of criticality of claimed process to enter user golf data used to suggest club 
type is noted in light of admission of process being old and well known. 
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3. Claim 23 is rejected under 35 U.S.C. 103(a) as being unpatentable over either Jenkins or 
Zeiner-Gundersen each in view of either Harris (5898484) or Hines (5933224). Applicant has 
not disputed the findings of fact presented in prior action regarding Jenkins and Zeiner- 
Gundersen that is reiterated next. Zeiner-Gundersen discloses a device and method teaching 
entering at least one club type and associated representative user range for said at least one club 
type to a data store associated with a range finding instrument (2:18-19, 3:39-41 and 56-57, 5:63- 
6:2, ref 14); determining a range to a selected point on a golf course with said range finding 
instrument (4:27-31, 4:61-5:7, 5:19-20); extrapolating a suggested club type appropriate to said 
determined range from said at least one club type and associated representative user range (2:13- 
55, 3:6-6:18, esp. 5:23-25); and displaying said suggested club type to a user of said range 
finding instrument (3:56-4:67, 4:61-5:7, 18-25). Similarly, Jenkins discloses a method of an 
analyzer and club selector (abstract, 2:27-3:3) teaching entering at least one club type and 
associated representative user range for said at least one club type to a data store associated with 
a range finding instrument (2:27-35, 2:65-68, 4:46-48, 5:47-51, 6:1-29); determining a range to a 
selected point on a golf course with said range finding instrument (abstract, 2:59-64, 6:55-68); 
extrapolating a suggested club type appropriate to said determined range from said at least one 
club type and associated representative user range (abstract, 2:27-3:3, 6:64-68); and displaying 
said suggested club type to a user of said range finding instrument (abstract, 2:27-57, 6:64-68). 
However, as noted by Applicants in their remarks, Jenkins and Zeiner-Gundersen each lack a 
•laser* rangefmder. Harris (abstract, 1:41-3:54,8:22-62, 11:17-20, 19:49-22:8) and Hines 
(abstract, 2:21-44, 7:3-8:25, 9:50-10:64, 19:14-21:27) each disclose a laser rangefmder. In 
consideration of US Supreme Court decision in KSR, because Jenkins, Zeiner-Gundersen, Harris 
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and Hines each teach methods of player input of a range to target, it would have been obvious to 
an artisan to substitute one method for the other to achieve the predictable result of input of 
range to target. The improvement for use of laser rangefinder over mil-radian process is implicit 
in the accuracy of the technology. 

4. Claims 1-7, 10-12 and 24 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Zeiner-Gundersen in view of either Johnstone or Mauritz as applied to claim 25 above, and 
further in view of either Harris (5898484) or Hines (5933224); and claims 1-5,8-12, and 24-25 
are rejected under 35 U.S.C. 103(a) as being unpatentable over Jenkins in view of either 
Johnstone (3059926) or Mauritz (5283732) as applied to claim 25 above, and further in view of 
either Harris (5898484) or Hines (5933224). Jenkins or Zeiner-Gundersen each in view of 
either Johnstone or Mauritz suggests a range-finding golfing instrument and method as claimed 
(supra) but each combination lacks a 'laser' rangefinder. Harris (abstract, 1 :41-3:54, 8:22-62, 
11:17-20, 19:49-22:8) and Hines (abstract, 2:21-44, 7:3-8:25, 9:50-10:64, 19:14-21:27) each 
disclose a laser rangefinder. In consideration of US Supreme Court decision in KSR, because 
Jenkins and Zeiner-Gundersen each in view of either Johnstone or Mauritz, Harris and Hines 
each teach methods of [player] input of a range to target in golf, it would have been obvious to 
an artisan to substitute one method for the other to achieve the predictable result of input of 
range to target. The improvement for use of laser rangefinder over mil-radian process is implicit 
in the accuracy of the technology. 

5. Claims 8-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over Zeiner- 
Gundersen in view of either Harris or Hines, and further in view of either Johnstone or Mauritz 
as applied to claim 1 above, and further in view of either Jenkins (52941 10) or Jones (4136394). 
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Zeiner-Gundersen in view of either Harris or Hines, and further in view of either Johnstone or 
Mauritz discloses claimed instrument (supra) except entering a wind speed and direction (where 
such entry is manual) at least since Zeiner-Gundersen includes a wind speed and direction 
sensor. Jenkins and Jones each disclose an instrument teaching user input for entering a wind 
speed and direction for possible alteration of suggested club type based upon determined range. 
In consideration of US Supreme Court decision in KSR, because Zeiner-Gundersen in view of 
either Harris or Hines, and further in view of either Johnstone or Mauritz and either Jenkins or 
Jones each teach methods of entering wind data including its speed and direction, it would have 
been obvious to an artisan at a time prior to the invention to substitute one method for the other 
to achieve the predictable result of manually entering a wind speed and direction. Also, it is 
known to an artisan to be obvious to perform manually the steps of a prior automated process 
that accomplishes the same result is not sufficient to distinguish over prior art; which is the case 
here. Further, regarding scope of display to indicate wind speed and direction is analogous to 
discussion above regarding display indicating wind speed and direction or inclination or a 
ground condition that is incorporated herein. 

6. Claims 6-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over Jenkins in 
view of either Harris or Hines, and further in view of either Johnstone or Mauritz as applied to 
claim 1 above, and further in view of either Zeiner-Gundersen or Wilens (5779566). Jenkins in 
view of either Harris or Hines, and further in view of either Johnstone or Mauritz discloses 
claimed instrument (supra) except a wind speed and direction sensor. However, it is well settled 
in case law to make a prior manual activity automated. In re Venner et al, 120 USPQ 262 F.2d 
91, 95, 120 USPQ 193, 194 (CCPA 1958) (Appellant argued that claims to a permanent mold 
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casting apparatus for molding trunk pistons were allowable over the prior art because the claimed 
invention combined "old permanent-mold structures together with a timer and solenoid which 
automatically actuates the known pressure valve system to release the inner core after a 
predetermined time has elapsed." The court held that broadly providing an automatic or 
mechanical means to replace a manual activity which accomplished the same result is not 
sufficient to distinguish over the prior art.). Zeiner-Gundersen (sic) and Wilens (2:20-5:35, 7:17- 
27, 10:24-1 1:4, figs, 1-41, esp. 18-20) each teach an instrument including a wind speed and 
direction sensor to automatically input wind speed and direction for possible alteration to 
suggested golf club type based on determined range. Because Jenkins in view of either Harris or 
Hines, and further in view of either and either Zeiner-Gundersen or Wilens each teach methods 
of entering a wind speed and direction [that is used to offset range for computing a club 
suggestion], it would have been obvious to an artisan at a time prior to the invention to substitute 
one method for the other or to automate Jenkins method in view of either Harris or Hines, and 
further in view of either Johnstone or Mauritz via use of a sensor to automatically obtain a more 
accurate reading to achieve the predictable result of entering a wind speed and direction that can 
be used to suggest club based on determined range. Also, regarding scope of display to indicate 
wind speed and direction is analogous to discussion above regarding display indicating wind 
speed and direction or inclination or a ground condition that is incorporated herein. 

Response to Arguments 
7. Applicant's arguments filed 1 1/29/07 have been fully considered but they are not 
persuasive. Applicants' admission regarding computing at least one other correlated data set 
indicative of another golf club type and associated representative user range based on a 
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relationship in first data correlated data set being well known to an artisan is noted on page 8, 
lines 15-28. The lack of criticality of process to compute/enter remaining club data is noted due 
to instant disclosure relies upon known process as not teaching a unique new process and cited 
remarks lists general known process. Also, in response to applicant's argument that the 
references fail to show certain features of applicant's invention, it is noted that the features upon 
which applicant relies (i.e., 'laser' rangefinder) are not recited in the rejected claim(s). Although 
the claims are interpreted in light of the specification, limitations from the specification are not 
read into the claims. See In re Van Geuns, 988 F.2d 1 181, 26 USPQ2d 1057 (Fed. Cir. 1993). 

8. Applicant's arguments with respect to claims 1-12 and 23-24 have been considered but 
are moot in view of the new ground(s) of rejection. 

Conclusion 

9. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Hurt, Hines ('406), Henriques and Krangle each disclose a golf range-finding 
instrument; while Cormier discloses an instrument to suggest club based on performance. 

10. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
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however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

1 1 . Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to M. A. Sager whose telephone number is 571-272-4454. The 
examiner can normally be reached on T-F, 0700-1730 hours. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robert Pezzuto can be reached on 571-272-6996. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/M. A. Sager/ 

Primary Examiner, Art Unit 3714 



